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Washington, D.C.

Request for Comments on Interim
Guidelines for Examination of Patent Docket No. 2005P-072
Applications for Patent Subject Matter RIN 0651-AB98

Eligibility

COMMENTS OF THE
COMPUTER AND COMMUNICATIONS INDUSTRY ASSOCIATION

Pursuant to the Request for Comments on Interim Guiddines for Examinaion of
Patent Applicationsfor Patent Subject Matter Eligibility issued by the United States Patent
and Trademark Office (the PTO) and published in the Federal Register at 70 Fed. Reg.
75451 (Dec. 20, 2005)" the Computer and CommunicationsIndugry Assodiation (CCIA)
submits the following comments on subject matter eligibility. Where these comments are
directly responsve to questionsin theorigind request for comment, thos questionshave

been reproduced bdow.
I. About CCIA

CCIA welcomes the oppotunity to comment in the abovereferenced dodket.
CCIA represents large, medium and small companiesin the high technology produds and
services sectors, induding computer hardware and software, €lectronic commerce,
telecommunicationsand Internet produds and services B companies with more than $200
billionin annud revenues. CCIAG members have a stronginterest in appropriate
guiddines for subject matter eligibility. Many are involved in the development of

software, albdt in different ways and for different purposes. Many CCIA members aso
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opeaate in areas where patents on busness methodsare prevaent. Asnoted in the Federal
Trade Commission@report, To Promote Innovation: The Proper Balance of Competition
and Patent Law and Policy (2003)(hereinater OFTC ReportQ), patentsin these two areas
are especialy controversia because they are not perceived to work as well in fogering
competition and innovdion as paents do with respect to certain other subject matter, such
as phamaceuticals. While views differ in theinformation and communications
technology indugry onthevalue of software and busness method paents, indugry
participants recognize the growing implicationsthat such paents have for busness and

commerce Dand that there are cods as well as benefits to patent protection.
II. Implications of the Dismissal of LabCorp v. Metabolite

Because the Supreme Court dismissed as improvidently granted the piitionin
LabCorp v. Metabolite,> CCIA suggests tha the PTO entertain adifferent kind of
procedure on subject matter eligibility: a broad review of the subgantive policy
undelying eigibility. By way of example, thelast general inquiry on software patents by
the PTO was hdd in 1994 and there has never been a similar hearing concerning paents
on busness methodsor diagnogic information. In 1994,experience with software paents
was relatively limited. It would be useful to undestand perceptionsof software patents
today after 12 years of growing experience with the paent regime in software
development. Thereis now a growing bodyof economic literature related to software
paents. There has been intense public debae in Europeover the paentability of software
and howto draw thelineon eligibility. Here in the United States, debate over paent

reform has stalled because of subgantial inter-indwstry differences over the scopeof

2 LabCorp v. Metabolite, 548 U.S. __ (2006) (dismissed as improvidently granted).



reform, yet recent litigation reflects the profoundneed for remedying certain dysundions
in our current system. A subdantive review of paentable subject matter would providea

venuefor addressing these concernsin which the PTO® expertise could be utilized.

Given theintense controversy surroundng the Federal Circuit® decisionsin State
Street Bank & Trust Co. v. Signature Financial Group3 and AT&T Corp. v. Excel
Communications Inc.,* thelack of a hearing or conaultation on busness methodsas a
matter of subgantive palicy isalso surprising. Inour view, the cases are based on an
aggressive reading of legidative history tha has swept large areas of economic activity
into the patent regime withoutthe consent of Congess or theinputof the busnesses and
sectors affected. In effect, thismeanstha busnesses mug seek the advice of paent
coungl onaroutinebas's, notto secure paents, but smply to defend againg the patents
of others. Thiswas notthe case when the busness method excluson was undestood as

hombooklaw.

While CCIAG members are notsimilarly affected by the paentability of
diagnogic informationthat was at issuein LabCorp, CCIA recognizes tha thisissue
raises similar concernsaboutthe eligibility of abgract processes. Thelesson of LabCorp
isthat the Supreme Court recognized a problem in allowing paents on abgractionstha it
had not addressed since Diamond v. Diehr. The Court@ dismissal appears to reflect a
view tha theissues were not adequaely developed in therecord beforeit. It istherefore
likely tha the Court will agan grant certiorari when theissueis better presented Band
will then rende adecision. Undoubgdly, onereason tha theissuewas not fully raised on

apped istha the Federal Circuit has madeits views on subject unmistakably clear: there

3149 F.3d 1368 (Fed. Cir. 1998).
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are few practically defined limits on patentable subject matter, aslongas the claimed

invention meets the requirements of novdty, utility, and nonobvbusess.

Until the Court revisits patentable subject matter, however, the dismissal of
LabCorp |leaves the busness community withoutguidance. CCIA therefore urgesthe
PTO to consder acomprehengve policy review of theimplicationsof permitting or
refusng paentability to different subject matter. Providing such a process would aid
indugries that degpend uponawell-fundioning patent system, and provide a better record
for the Supreme Court when it is next confronted with this crudal subject. The PTOG
responsbility to hdp the Administration and Congress to develop informed policies and
laws should not be hogageto thedecisionsof theFedera Circuit, many of which have

proved to behighly controversial.

III. Specific Issues Identified in the December 20 Request for Comments

“(3) As the courts have yet to define the terms “useful,” “concrete,” and “tangible” in
the context of the practical application requirement, are the explanations provided in
the Patent Subject Matter Eligibility Interim Guidelines sufficient? If not, please
suggest alternative explanations.”

For thereasonsnoted above it is of little benefit to speculate as to what Qussful,
conaete, and tangible resultsOmay mean. The Supreme Court has never used this phrase.
Twelve years after coining the phrase, the Federal Circuit has ill notdefined theterms

and has yet to find subject matter that does not meet the standad.

Pending Supreme Coutt review of more suitable case than LabCorp v. Metabolite,

the PTO should undetake a broad examination of subject matter eligibility as a policy



matter. Theagency should notlimit its perspective to alegd test that was accompanied

by neither explanaion nor empirical groundng.

The PTOG process should be designed to €licit more than the common supeficial
argument that drawing limits on eligible subject matter is unfair to those innovaors who
work outsidethe peimeters. Ingead, the process should focushow the system actudly
works in nontaditiond areas and what this says aboutthe suitability of those areas for
paent protection. In thisregard, thejoint Federal Trade Commission/Depatment of
Judtice hearingshdd in 2002on compdtition and IP law and policy are useful modds for

undestanding how patents affect innovaion and competition in different sectors.

Only with abroader appreciation and undestanding of econonic effects can courts
(andthe MPEP interpretation of ther decisiong devise or vaidae new standards of

paentability such as the Quseful, conarete, and tangible resultsOtest.

IV. Treating Signals As Statutory Subject Matter Would Have Broad Consequences

“(5) Annex IV to the Patent Subject Matter Eligibility Interim Guidelines explains why
the USPTO considers claims to signals per se, whether functional descriptive material
or non-functional descriptive material, to be nonstatutory subject matter. Does the
USPTO analysis represent a reasonable extrapolation of relevant case law? If not,
please explain why and provide support for an alternative analysis. If claims directed
to a signal per se are determined to be statutory subject matter, what is the potential
impact on internet service providers, satellites, wireless fidelity (WiFi), and other
carriers of signals?”

While CCIA will notpresently opine onthe PTOG extrapolation of case law with
respect to whether electromagndic signds are statutory subject matter, it bears noting that
the progpect of expanding patentable subject matter in such amanne would have broad
implicationsfor Internet service provides and other network intermediaries. To the extent

tha electromagndic signds would acquire intellectud property protection, they may



implicate seconday or GontributoryQinfringement risks for theintermediaries who are in
thebusness of trangmitting information. Because of the vast amountof information
available in a negworked environment and theinability of online service providersto
police this data withoutcrippling the network itself, Section 512 of the Digital Millennium
Copyright Act provided for acompromise.® Section 512, which was the result of many
years of negotiationsbetween intermediaries and rights-holders, limits seconday liability
of onlineservice providers and provides for a carefully bdanced mechanism for limiting
seconday liability. Thisregimeisnowan internaiond treaty obligaion, asit has been
mandaed by at least eightinternaiond free trade agreements, such astherecently
approved DR-CAFTA. Any expandgon of statutory subject matter to cover
electromagndic signds would therefore need to comply with these internationd

obligaions

In additionto these obligaions the United States is currently paticipaingin
negotiationsin theWorld Intellectud Propeaty Organization regarding atreaty for the
protection of broadcasting organizations Some versionsof this treaty entail an @xclusve
rightOepproach. This approach would mandate the creation of asui generis intellectud
propety rightin signds themselves (as oppogd to any copyrightwhich may apply to the
content contained in thesignd). Thissui generis right may conflict with or prove
redundant to an expanson of subject matter to indudeelectromagndic signds. Findly,
numerousstate laws providefor remedies againg so-called Gignd theft,0and an

expandon of statutory subject matter to includesignas may implicate preemption issues.

517U.S.C.n512.



Theconcernsraised by thepossibility of expanding statutory subject matter to
indudesignds are indicative of alarger theme: Expansonsof the scopeof paentability,
whether by the courts, the PTO, or thelegidature, are notjud additiond protectionfor
paentees but have profoundimplicationsfor busnesses and indudries tha dedl inthe

newly-patentable subject matter, induding intermediaries and users.
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