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UNITED STATES COURT OF APPEALS
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No. 93-3234

BATEMAN, e__ttal___=.,

Plaintiffs/Appellees,

v.

MNEMONICS, INC., et al_=.,

Defendants/Appellants.

RULE 26.1 CERTIFICATE OF INTERESTED

PARTIES AND CORPORATE DISCLOSURE STATEMENT

Pursuant to Rule 26.1 of the rules of the United

States Court of Appeals for the Eleventh Circuit, amicus

curiae American Committee for Interoperable Systems ("ACIS")

hereby files its certificate of persons with an interest in

the outcome of this case:

Herbert L. Allen

Brian E. Bateman

BCS, Inc.

Robert Brunet

The Honorable Anne C. Conway

Joanie M. DuPont
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Parking Automation Corp.
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Harry Thompson

Robert J. Van Der Wall

Neither ACIS nor its members have a direct finan-

cial interest in the outcome of this litigation. ACIS is

filing this brief amicus curiae only to address the

important intellectual property policy issues raised in this

case. The following companies and organizations are ACIS

members:

Accolade, Inc.

Advanced Micro Devices, Inc.

Amdahl Corporation

AT&T Global Information Solutions

Broderbund Software, Inc.

Bull HN Information Systems, Inc.
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Forecross Corporation

The Fortel Group

Fujitsu Systems Business of America, Inc.

Informix Corporation

Integrated Documents Applications Corp.

ICTV

Johnson-Laird, Inc.

Kapor Enterprises, Inc.

Landmark Systems Corporation

LCS/Telegraphics

Octel Communications Corporation

Phoenix Technologies, Ltd.

Plimoth Research Inc.

Seagate Technology, Inc.

Software Association of Oregon

Software Entrepreneurs Forum

Storage Technology Corporation

Sun Microsystems, Inc.
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Pursuant to Fed. R. App. P. 28(i), the Statements

of Jurisdiction, the Issues, and the Case contained in the

opening brief of appellants Mnemonics, Inc., et al., are

incorporated herein by reference.

INTEREST OF AMICUS CURIAE

The American Committee for Interoperable Systems

("ACIS") is an informal organization of companies that

develop innovative software and hardware products that

interoperate with computer systems developed by other

companies. 1 Every member of ACIS believes that computer

programs deserve effective intellectual property protection

to give developers sufficient incentive to create new

computer programs. At the same time, the members of ACIS

1 ACIS members include Accolade, Inc., Advanced Micro

Devices, Inc., Amdahl Corporation, AT&T Global Information

Solutions Broderbund Software, Inc., Bull HN Information

Systems, Inc., Chips and Technologies, Inc., Clearpoint
Research Corporation, Color Dreams, Inc., Comdisco, Inc.,

Emulex Corporation, Forecross Corporation, The Fortel Group,

Fujitsu Systems Business of America, Inc., Informix

Corporation, Integrated Documents Applications Corp., ICTV,

Johnson-Laird, Inc., Kapor Enterprises, Inc., Landmark

Systems Corporation, LCS/Telegraphics, Octel Communications

Corporation, Phoenix Technologies, Ltd., Plimoth Research

Inc., Seagate Technology, Inc., Software Association of

Oregon, Software Entrepreneurs Forum, Storage Technology
Corporation, Sun Microsystems, Inc., Tandem Computers, Inc.,

Western Digital Corporation, and Zenith Data Systems

Corporation. (The Software Association of Oregon consists

of 430 software development firms, firms in associated

industries, and individuals professionally involved in

software development. The Software Entrepreneurs Forum
consists of over 1,000 software entrepreneurs and

developers.)



are concerned that the improper extension of copyright law

will impede innovation and inhibit fair competition in the

computer industry. ACIS seeks the application of legal

standards that will effectuate copyright law's fundamental

aims by ensuring authors "the right to their original

expression," but also encouraging competitors "to build

freely upon the ideas and information conveyed by a

[copyrighted] work." Feist Publications, Inc. v. Rural Tel.

Serv. Co., 499 U.S. 340, 350 (1991).

Neither ACIS nor its members have a direct

financial interest in the outcome of this litigation. The

District Court below, however, refused to instruct the jury

to withhold copyright protection from interface

specifications. This failure to exclude interface

specifications from copyright protection will have serious

anti-competitive consequences to ACIS members and to the

computer industry.

SUMMARY OF ARGUMENT

The District Court below erred by failing to

withhold copyright protection from interface specifications.

Because interface specifications permit interoperability

between different components of a computer system and

between different computer systems, copyright protection for

interface specifications would significantly impair

competitive conditions in the computer industry. Moreover,
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the District Court's refusal to withhold copyright

protection from interface specifications runs directly

contrary to Section 102(b) of the Copyright Act and recent

precedent in the U.S. Courts of Appeals for the Second,

Ninth, and Federal Circuits. Only one District Court

decision arguably supports protecting interface

specifications, but this wrongly decided case is now on

appeal to the U.S. Court of Appeals for the First Circuit. 2

ARGUMENT

I. COPYRIGHT DOES NOT PROTECT INTERFACE

SPECIFICATIONS AS A MATTER OF LAW

The District Court below correctly selected the

abstraction-filtration-comparison methodology for

identifying substantial similarity in copyrightable

expression. The District Court, however, then failed to

apply the methodology correctly. Specifically, the District

Court refused to instruct the jury to filter out the

interface specifications in the course of its substantial

similarity determination. By failing to withhold copyright

protection from interface specifications, the District Court

committed reversible error.

2 ACIS takes no position on the other copyright and trade
secret issues in this case.
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A. Copyright Protection for Interface

Specifications Would Lead to Monopolistic

Staqnation in the Computer STstem

Unlike traditional literary works such as novels

and poems that stand alone and do not need to interact with

any other work, computer programs never function alone; they

function only by interacting with the computer environment

in which their developer places them. This environment is

extremely unforgiving. Unless the computer program conforms

to the precise rules for interacting with the other elements

of the system, no interaction between the program and the

system is possible. As a consequence, regardless of how

superior the new program might be in terms of functionality

or price, it will not be successful if it cannot inter-

operate in the intended environment. If the developer of

the environment can use copyright law to prevent other

developers from writing programs that conform to the system

of rules governing interaction within the environment --

interface specifications, in Computer parlance -- the first

developer could gain a patent-like monopoly without ever

subjecting the system to a patent examination.

Such a broad monopoly would have serious consumer

welfare implications. A user would be "locked" into

products offered by the developer if the user ever wanted to

expand or upgrade its system. In the absence of

-4-



competition, the developer would have little incentive to

develop more innovative and less costly products. 3

These negative consequences would be compounded by

the fact that the personal computer revolution, and recent

major improvements in communications technology, have

produced an overwhelming need for interconnection between

different computer systems. Within a given company,

literally thousands of personal computers and workstations

scattered across the globe need to interact with each other

and with the company's mainframes or supercomputers.

Moreover, different users need to exchange vast quantities

of data with one another through their computers. The

District Court's ruling would lock users into a particular

network software environment, and would inhibit the transfer

of data between users with different operating systems.

Finally, computer chips containing copyrightable

programs now routinely control important functions in a wide

variety of non-computer products, such as automobiles and

aircraft. Protection for the interface specifications of

these programs would allow the copyright holder -- most

likely the automobile or aircraft manufacturer -- to

exercise undue power in the market for replacement parts

3 Se___eePeter B. Menell, An Analysis of the Scope of

Copyright Protection for Application Proqrams, 41 Stan. L.

Rev. 1045, 1082, 1097 n.281 (1989); Peter G. Spivak, Does

Form Follow Function? The Idea/Expression Dichotomy In

Copyright Protection of Computer Software, 35 U.C.L.A.L.
Rev. 723, 765 (1988).
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that interact with these programs. In short, copyright

protection for interface specifications would result in what

the Second Circuit terms "monopolistic stagnation."

Computer Associates International, Inc. v. Altai, Inc., 982

F.2d 693, 696 (2d Cir. 1992).

B. Recent Decisions in Other Circuits

Make Clear That Elements Dictated

by Compatibility Requirements Do
Not Receive Copyright Protection

Eleven years ago, the Court of Appeals for the

Third Circuit suggested that compatibility was a "commercial

and competitive objective which does not enter into the

somewhat metaphysical issue of whether particular ideas and

expression have merged." Apple v. Franklin, 714 F.2d 1240,

1253 (3d Cir. 1983), Dert. dismissed, 464 U.S. 1033 (1984).

Under this reasoning, copyright could protect interface

specifications.

In 1992, however, three different circuits rejected

this view. In June 1992, the Court of Appeals for the

Second Circuit in Computer Associates recognized that, as

utilitarian works, computer programs are highly constrained

by external factors:

Professor Nimmer points out that "in many
instances it is virtually impossible to

write a program to perform particular

functions in a specific computing

environment without employing standard

techniques." This is a result of the

fact that a programmer's freedom of

design choice is often circumscribed by
extrinsic considerations such as (i) the

mechanical specifications of the computer

-6-



on which a particular program is intended
to run; (2) compatibility requirements of
other programs with which a program is
designed to operate in conjunction;

(3) computer manufacturers' design

standards; (4) demands of the industry

being serviced; and (5) widely accepted

programming practices within the computer

industry.

982 F.2d at 709-10 (citations omitted). Relying on the

scenes a faire doctrine, the Second Circuit ruled that

similarities resulting from the need to interoperate with

other components of a computer system did not constitute

copyright infringement. 4 Idd. Thus, the Second Circuit held

that interface specifications were not protected expression,

and that a competitor could conform to the rules of

intercommunication developed by another vendor without

infringing that vendor's copyright.

In September 1992, the Court of Appeals for the

Federal Circuit, citing Computer Associates, stated that

"the court must filter out as unprotectable . expression

dictated by external factors (like the computer's mechanical

specifications, compatibility with other programs, and

demands of the industry served by the program) .... "

Atari Games Corp. v. NintendO of America, Inc., 975 F.2d

4 Under the scenes a faire doctrine, courts "deny
protection to those expressions that are standard, stock or

common to a particular topic or that necessarily follow from

a common theme or setting. Granting copyright protection to
the necessary incidents of an idea would effectively afford

a monopoly to the first programmer to express those ideas."

Gates Rubber Co v. Bando Chemical Inc., 9 F.3d 823, 838
(10th Cir. 1993) (citations omitted).
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832, 839 (Fed. Cir. 1992). 5 A month later, the Court of

Appeals for the Ninth Circuit expressly recognized that

computer programs

contain many logical, structural, and
visual display elements that are dictated
by . . . external factors such as
compatibility requirements and industry
demands. In some circumstances, even the
exact set of commands used by the
programmer is deemed functional rather
than creative for purposes of copyright.

Sega Enterprises, Ltd. v. Accolade, Inc., 977 F.2d 1510,

1524 (gth Cir. 1993) (citations omitted). This case would

appear to present one of those circumstances where "the

exact set of commands used by the programmer is deemed

functional" because it is indispensable for compatibility

between the application program and the operating system.

5 Both the District Court and the Federal Circuit in

Atari v. Nintendo extended protection to Nintendo program

elements which currently had no purpose but which Atari

argued would be necessary for Atari to achieve compatibility

in the future with Nintendo products not yet on the market.
The Federal Circuit stated that "It]he district court did

not abuse its discretion by refusing to allow Atari to rely

on speculative future events to justify inclusion of
unnecessary [Nintendo] program elements in the [Atari]

program." 975 F.2d at 845. The Federal Circuit made it

clear, however, that it would not protect program elements

necessary to achieve compatibility at the time of the
writing of the compatible program.
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C. The Borland Court Misinterpreted the
Recent Precedent

Notwithstanding this persuasive authority from

three circuits, the District Court in Lotus v. Borland 6

extended copyright protection to interface specifications.

The Borland Court reached this erroneous conclusion by

misinterpreting Computer Associates' unambiguous language.

Among many other rulings not relevant here, the

Borland Court extended copyright protection to the commands

necessary for user written programs known as "macros" to

interoperate with the Lotus 1-2-3 program. It reached this

result by concluding that Computer Associates' rejection of

copyright protection for interface specifications was

limited to situations where "what the program was designed

to fit was already in existence before the program was

designed to fit it." Borland, 799 F. Supp. at 213. In

other words, copyright protected the allegedly infringed

program's interface specifications unless those

specifications were constrained by external factors, e.__g__.,

other programs, at the time of the creation of the allegedly

infringed program.

6 See Lotus Development Corp. v. Borland International,

Inc., 778 F. Supp. 78 (D. Mass. 1992); Lotus Development

Corp. v. Borland International, Inc., 799 F. Supp. 203 (D.
Mass. 1992); Lotus Development Corp. v. Borland

International, Inc., 831 F. Supp. 202 (D. Mass. 1993); Lotus

Development Corp. v. Borland International, Inc., 831 F.

Supp. 223 (D. Mass. 1993). These decisions are on appeal to
the First Circuit.
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The following example makes the Borland Court's

position more comprehensible. The Borland Court conceded

that the elements of macro B1 necessary to achieve

compatibility with pre-existing Lotus platform A1 were

unprotected, and could be replicated by macro B2 which also

sought compatibility with Lotus platform AI. The Court,

however, believed that the elements of Lotus platform A1

necessary to achieve compatibility with macros B1 and B2

were protected, and that Borland platform A2 could not

replicate them to achieve compatibility with macros B1 and

B2. The Borland Court viewed the order of creation as the

determining factor. Lotus platform A1 preceded macro BI, so

A1 constrained elements of BI, and copyright did not protect

these constrained elements; but because A1 preceded BI, B1

did not constrain any elements of A1 at the time of Al's

creation, and thus Al's interfaces remained protected, even

though they subsequently became necessary to maintain

compatibility with BI.

Because the Bateman operating system preceded the

Mnemonics application, the Borland holding suggests that

Mnemonics' use of the Bateman interface library in its own

operating system was copyright infringement. Borland,

however, was wrongly decided 7 and this Court should not

7 Amicus briefs supporting Borland's appeal to the First

Circuit were filed by copyright law professors, computer

scientists, personal computer user groups, and several

software vendor organizations, including ACIS. Furthermore,
(Footnote 7 Continued)

-10-



follow it. Although the Computer Associates fact pattern

did involve similarities between the Computer Associates

product (BI) and the Altai product (B2) necessary to achieve

compatibility with the pre-existing IBM operating system

(AI), nothing in the language of the opinion suggests that

the Second Circuit's exclusion of the protectability of

elements necessary for compatibility should be construed as

narrowly as by the Borland Court. Moreover, two traditional

copyright principles and one reality of the computer

industry weigh heavily against such a narrow interpretation.

First, the set of rules or commands permitting

communication between two programs -- here, the interface

library -- is clearly a "system" or "method of operation"

unprotectable under 17 U.S.C. _ 102(b). See Se_eqa, 977 F.2d

at 1524 n.7. The fact that one program preceded the other

does not diminish the inherently functional quality of the

interface specifications, regardless of whether they are

implemented in the pre-existing program (AI) or the

subsequent program (BI).

Second, the Borland Court's reasoning is

inconsistent with the well-established copyright doctrine of

(Footnote 7 Continued)

Borland is distinguishable from this case because the Lotus

command structure necessary for macro compatibility also
functioned as the interface between the user and the Lotus

program. Here, by contrast, the user never employs the

interface library; its sole function is to permit
communication between the operating system and the
application program.
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scenes a faire. 8 During the course of writing novel A1

which begins a genre, the author feels few constraints

limiting her range of expression. Subsequent authors can

conform their novels A2 and A3 to that genre only if they

are free to borrow from novel A1 those elements that define

the genre. So long as constraints on the range of

expression exist at the time the subsequent authors create

their work, the constrained expression is non-infringing,

regardless of whether those constraints existed at the time

of the creation of the first work. See P. Goldstein,

Copyright Principles, Law and Practice, 1993 supplement at

17-18.

Indeed, the Ninth Circuit in See_g_a reached this

precise issue. When explaining that computer programs

contain "logical, structural and visual display elements

that are dictated by . . compatibility requirements and

industry demands," the _ Court quoted with approval the

following statement from the Report of the National

Commission on New Technological Uses of Copyrighted Works

("CONTU"): "[w]hen specific instructions, even though

previously copyriqhted, are the only and essential means of

accomplishing a given task, their later use by another will

not amount to infringement." 977 F.2d at 1524 (citations

omitted and emphasis supplied). In a footnote to this

8 See note 4, _.
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quotation, the Se_a Court declined to protect the lines of

Sega code constituting the "key" necessary to "unlock" the

Sega console. Significantly, the Court withheld protection

from the Sega "key" even though nothing constrained Sega's

range of expression when it initially designed its matching

"lock" and "key."

The Borland Court also based its reasoning on a

false assumption about Lotus 1-2-3 and computer programs

generally. The Borland Court suggests that Lotus 1-2-3 was

a stand-alone program that users later employed as a

platform for their macros. In fact, Lotus 1-2-3 was

designed to serve as a platform for the macros; Lotus

intentionally included in its product the facility for

constructing compatible macros. Similarly, Bateman designed

its operating system not as a stand-alone program, but as a

platform for application software. 9 All operating systems

include "hooks" -- interface specifications -- to which the

applications can attach. Given the operating system

developer's intention to create an environment in which the

operating system and applications can interoperate, it makes

absolutely no sense to say that "eyelets" in the

applications receive no copyright protection because they

are constrained by the pre-existing hooks in the operating

9 In fact, the record suggests that Bateman may have
developed its operating system with the Mnemonics

application specifically in mind.
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system, but the hooks in the operating system do receive

copyright protection because they were created before the

eyelets. Stated differently, when the operating system

developer designs the operating system's hooks, it in effect

also designs the application program's eyelets, even though

the application may actually be written at a much later

date. Indeed, in computer programs the hooks and eyelets

often are identical. If the eyelets do not receive

protection, the hooks should not receive protection either.

In sum, this Court should reject Borland's narrow

interpretation of Computer Associates because it conflicts

with traditional copyright principles and with the reality

of the computer industry.

D. Given the Need for Interoperability,

the Scope of Software Copyright is

Sufficiently Broad Without Protecting

Interfaces Specifications

This Court need not be concerned that the copyright

law will fail to provide programmers with sufficient

incentive to write new programs if it does not extend to

interface specifications. Copyright affords software strong

protection without reaching utilitarian functions; copyright

protects at least the following:

(I) it protects against computer piracy, such as

illegal wholesale copying of a company's products on

computer disks and reselling those disks;

-14-



(2) it protects against users who make

unauthorized copies of programs for free use by friends or

colleagues;

(3) it protects against disgruntled employees or

competitors stealing the source code of a program directly,

as well as indirect misappropriation of source code by

paraphrasing it or translating it to another computer

language; I0

(4) it protects against the wrongful copying of

fanciful screen displays to the extent they are not

functionally dictated, and have sufficient pictorial content

to qualify for copyright;

(5) it protects internal non-literal elements of

the program, to the extent that such elements survive the

filtration test of Computer Associates; and

(6) it protects the actual code implementation of

the interface specification, if there are many different

possible implementations. II

Thus, copyright law will still provide programmers

with ample incentive to write new programs even if it does

i0 For instance, copyright would protect a mere translation

of a computer program from one computer language (such as
BASIC) to another (such as C).

Ii Sometimes, a particular interface specification can be

implemented in different ways. Other times, as in this

case, the specification can be implemented in a limited

number of ways. When there are few possible

implementations, the implementations merge with the

specification and do not receive copyright protection.
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not protect interface specifications. Moreover, interface

specifications constitute software processes that may

receive protection under the patent laws, if they meet the

statutory requirements for patentability. Compare 35 U.S.C.

§I01, which explicitly permits patents on processes, with 17

U.S.C. §102(b), which precludes copyrights on processes.

See also Atari, 975 F.2d at 839; Arrhythmia Research

Technoloqy v. Corazonix Corp., 958 F.2d 1053 (Fed. Cir.

1992). It is inappropriate to extend copyright protection

to technological features that Congress has dictated should

be protected under the patent laws, if at all.

ACIS members rely on copyright protection for the

aspects listed above, among others. We consider such

copyright protection essential, but believe it should be

limited to its intended purposes. ACIS members frequently

obtain patents when protection for computer processes is

needed. This includes computer hardware and, where

patentable, computer software processes. ACIS members are

deeply concerned, however, that a software company might

obtain patent-like protection for aspects of computer

technology that do not meet the rigorous standards of

patentability, merely by claiming a copyright.
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If. CONCLUSION

The Second, Ninth and Federal Circuits have all

found that copyright does not protect interface specifica-

tions. The District Court below, however, erroneously

refused to withhold protection from this functional computer

program feature. This Court should join its fellow circuits

by finding that copyright, as a matter of law, does not

protect interface specifications.

Dated: February 16, 1994
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